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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8/14/08 
has been entered. Applicant's amendment filed 7/21/08 has been entered. Claims 7 and 
12 have been canceled. Claims 1-6 and 8-1 1 are pending in the application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claim Rejections - 35 USC § 103 

3. Claims 1-6 and 8-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Taniguchi et al (USPN 7,033,675) for the reasons recited in the prior office action 
and restated below. 

4. As discussed previously, Taniguchi et al teaches a heat resistant film and metal 
laminate thereof suitable for electronic parts, comprising a film formed from a mixture of 
a polyetherimide (PEI) resin and a polyarylketone resin, preferably PEEK, in a ratio of 
30/70 to 70/30; and 5-50 parts of filler based on 100 parts of the PEI/PEEK mixture; 
wherein Taniguchi et al specifically teach that example PEI resins are the claimed A-l 
formula, the claimed A-2 formula, or mixtures of two or more of the PEI resins; and the 
metal laminate can comprise the heat resistant film heat bonded with two copper foils as 
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claimed (Abstract; Col. 3, line 32-Col. 5, line 13; Col. 5, line 33-57; Col. 7, line 36-42; 
Col. 8, line 1-Col. 9, line 3; Example.) 

5. With respect to the added limitation "a heat bonding property at a temperature of 
260°C or lower, the Examiner again notes that Taniguchi et al teach that the metal foil(s) 
can be laminated to the film via heat bonding and specifically teach examples utilizing a 
temperature within the claimed range. The Examiner also notes that Taniguchi et al 
specifically teach the claimed 70/30 to 30/70 PEI/PEEK ratio wherein any of the PEI 
resins disclosed by Taniguchi et al, particularly the claimed A-l and A-2 structures, 
whether alone or as a mixture would provide a "heat bonding property" as claimed, when 
provided in the disclose PEI/PEEK ratio as the amorphous film, wherein Taniguchi et al 
further teach that the PEI/PEEK film is first heat bonded to the metal, preferably 
satisfying the relation I, and then subjected to the crystallization treatment to increase the 
value of the relation II thereby increasing the heat resistance by forming the crystallized 
film (Col. 5, line 58-Col. 8, line 34; Examples.) With respect to the edge tearing 
resistance in both directions, Taniguchi et al teach that the PEI/PEEK film provides 
improved edge tearing resistance and specifically recites that the edge tearing resistance 
is at least 45, more preferably at least 56.3, in both directions, and that when the value is 
smaller than 40 MPa, reliability of circuit connection is insufficient in a PCB or handling 
property of the board tends to be bad (Col. 7, lines 9-35.) Tanuguchi et al further teach 
that the relation I should be maintained to minimize the decrease in edge tearing 
resistance by the crystallization treatment (Col. 6, lines 6-21 .) With respect to the PEI 
utilized, though Taniguchi et al teach that the PEI resin may be the claimed A-l, A-2, or 
mixtures thereof, Taniguchi et al do not specifically teach that the PEI resin is a mixture 
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of 30/70 to 70/30 of the A-l/A-2 as claimed. However, one having ordinary skill in the 
art at the time of the invention would have been motivated to utilize routine 
experimentation to determine the optimum amounts of the two PEI resins to utilize in the 
mixture taught by Taniguchi et al, to provide the desired edge tearing properties, 
dimensional stability, and heat resistance for a particular end use, wherein a 50/50 
mixture of the two PEI resins would have been obvious and would fall within the claimed 
range. 

6. Claims 1-6 and 8-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 2002-144436 (JP'436) for the reasons recited in the prior office action restated 
below. 

7. As discussed previously, JP'436 teaches a heat resistant film and metal laminate 
thereof suitable for electronic parts, comprising a film formed from a mixture of 50-80 
parts polyetherimide (PEI) resin and 20-50 parts polyarylketone resin, preferably PEEK, 
and 10-70 wt parts of filler based on 100 parts of the PEI/PEEK mixture; wherein JP'436 
specifically teaches that example PEI resins are the claimed A-l formula, the claimed A- 
2 formula, or mixtures of two or more of the PEI resins; and the metal laminate can 
comprise the heat resistant film heat bonded with two copper foils as claimed (Abstract; 
Paragraphs 0006-0007, 001 1, 0018.) Though JP'436 teaches that the PEI resin may be 
the claimed A-l, A-2, or mixtures thereof, JP'436 does not specifically teach that the PEI 
resin is a mixture of 30/70 to 70/30 of the A-l/A-2 as claimed. However, one having 
ordinary skill in the art at the time of the invention would have been motivated to utilize 
routine experimentation to determine the optimum amounts of the two PEI resins to 
utilize, to provide the desired mechanical and heat resistant properties for a particular end 
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use, wherein a 50/50 mixture would have been obvious to one skilled in the art at the time 
of the invention and would fall within the claimed range; and wherein the Examiner takes 
the position that the claimed edge tearing resistance and heat bonding properties would 
flow naturally from the teachings of JP'436. 

Response to Arguments 
8. Applicant's arguments filed 7/2 1/08 have been fully considered but they are not 
persuasive. The Applicant argues that the claimed range of 30/70 to 70/30 of the ratio of 
the two PEI resins is critical and provides alleged unexpected results over the teachings 
of the prior art; providing a graphical representation of the data from Table 1 of the 
instant specification in support. However, the Examiner respectfully disagrees and notes 
that the data actually suggests that the claimed range (0.3 to 0.7 on the graph) is not 
critical at all with respect to values outside the range (see particularly the point at 0.2) 
and that the edge tearing resistance in both directions follows a predictable or expected 
pattern, increasing with increased mixing ratio of A-l to the total of A-l and A-2. The 
Examiner also believes that the curve superimposed over the "Trans" data is misleading, 
noting that there are not enough experimental data points to suggest that the trans edge 
tearing resistance would actually behaving in this manner, particularly between 0.2 and 1; 
and more particularly between 0 and 0.2 which appears to show a slight dip or decrease 
in trans edge tearing resistance without having any data points between the two. In fact, 
the Examiner notes that a linear relationship can also be superimposed over the four trans 
data points, within experimental error; and hence the data fails to provide any clear 
showing of unexpected results with regards to edge tearing resistance over the teachings 
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of the prior art. Therefore, the Examiner maintains her position that the claimed 
invention would have been obvious over the teachings of Tanuguchi et al and JP'436. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monique R. Jackson whose telephone number is 571-272- 
1508. The examiner can normally be reached on Mondays-Thursdays, 10:00AM- 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Monique R Jackson/ 

Primary Examiner, Art Unit 1794 

August 18,2008 



